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OQpi ni on by Bucher, Admnistrative Trademark Judge:

Everex Systens, Inc., seeks registration of the mark
“FREESTYLE” for goods identified in the application as
“conputers, nanely portable and hand held conputers,” in
International Cass 9.1

The Trademark Exam ning Attorney has refused registration
under Trademark Act Section 2(d), 15 U. S.C. 81052(d), citing a
regi stration for the mark “ FREESTYLE' as shown bel ow, for

goods identified as “conputer software for recognition of

! Serial No. 75/478,598, filed May 4, 1998. The application is
based upon use in commerce under Trademark Act Section 1(a), 15

U S.C 81051(a), with January 1998 alleged as the date of first use
of the mark anywhere and January 1998 all eged as the date of first
use of the mark in comerce.
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handwritten characters and i nages of characters,” in
International Class 9,2 as a bar to registration of applicant’s

mar K.

FreeStyle

The refusal to register was made final on the ground that
applicant's mark, when applied to its goods, so resenbles the
registered mark as to be likely to cause confusion, to cause
m st ake, or to deceive.

In the course of rendering this decision, we have

fol l owed the guidance of In re E.

du Pont de Nenmours & Co.,

476 F.2d 1357, 1362, 177 USPQ 563, 567-68 (CCPA 1973). This
case sets forth the factors which, if relevant, nust be
considered in determ ning |ikelihood of confusion.

As to the marks, the Tradermark Exami ning Attorney finds
themto be substantially identical, and applicant does not
di spute this concl usion.

Turning to the goods, the Trademark Exam ni ng Attorney
contends that based upon evidence extracted fromthe
LEXI s/ NExi S® dat abase, “...handwiting recognition software

[registrant’s goods] is repeatedly referred to as an inportant

2 Reg. No. 2,084,691 issued on July 29, 1997 to ParaG aph
International, maturing fromintent-to-use application Ser. No.
74/ 733,939, filed on Septenber 25, 1995. The registration sets
forth dates of first use in 1995.
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feature of hand held conputers [applicant’s goods herein].”
This conclusion is consistent with applicant’s own speci nens
of record, flows fromregistrant’s speci nens (as submtted by
applicant herein), and indeed, with good reason, is not
vi gorously contested by applicant.

However, applicant has argued throughout the prosecution
of this application, that based upon its ownership of an
i ncontestible registration of the mark “FREESTYLE" for
“conputer prograns and instruction nmanuals sold as a unit for
graphic arts and paint,” also in International Cass 9,3 that

the real issues herein should be stated as foll ows:

1. Who is the prior registrant in International
Cl ass 9 under the undisputed facts with respect
to a Section 2(d) analysis -- Applicant, owner

of Registration No. 1,643,424 (sic) for
FREESTYLE, or owner of Registration 2,084, 469
for FREESTYLE?

2. s it proper to reject the application of the
owner of the prior, incontestible, registration
for the mark FREESTYLE on a junior registration
for the sane mark in the sanme Internationa
Class (here class 9), when owner of the
earliest registration (senior registrant)
expands the use of FREESTYLE from conputer
software to conputers where the junior
regi straion covers only software?

Applicant argues that it is perverse to refuse

regi stration herein when applicant already owns a registration

3 Regi stration No. 1,631,424, issued on January 15, 1991, based
upon application Ser. No. 74/032,749, filed on February 24, 1990,
claimng dates of first use of March 16, 1988.
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for the identical mark for simlar goods — nanely, for
conput er progranms and instruction manuals sold as a unit for
graphic arts and paint. Wile we are not unsynpathetic to the
notion of basic equity raised by applicant herein, priority is
not an issue in the context of an ex parte appeal. Having
chosen to co-exist with the use and registration of the cited
“FreeStyle” mark on handwiting recognition software,

applicant cannot now, in this ex parte case, bring a
collateral attack upon the validity of the cited registration.
Rat her, the sole question facing this panel herein is whether
there is a |likelihood of confusion when the sane mark i s used
for registrant’s handwiting recognition software and for
applicant’s hand held conputers. On the question of the

rel at edness of these goods, we are firmy convinced that these
goods are closely related in that they are conpl enentary, and
that they nove in the sanme channels of trade to ordinary

pur chasers.

Accordi ngly, having acknow edged that applicant has a
right to exclude others fromuse of its mark on software for
graphic arts and paint, we find that when applicant’s pre-
existing rights are bal anced agai nst the other du Pont factors
herein, the scales remain tipped in favor of affirmng the

instant refusal. See In re Sunmarks, Inc. 32 USPQ2d 1470 (TAB

1994) [each application nust be separately exam ned, even if
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applicant owns prior registrations for the identical nmark for
goods closely related to those in the application].* As
contrasted with the facts in Sunmarks, where the Board found
an overlap in goods between the application and applicant’s
earlier registration, here there is no overlap at all between
the goods in the application and the earlier registration.
We find the reasoning of the Board in Sunmarks to be npst
applicable in the current case:
This Ofice should not be barred from exam ning
the registrability of a mark when an appli cant
seeks to register it for additional goods as it
does here, even when the additional goods are
closely related to those listed in a prior
registration. As the Board stated in In re

BankAneri ca Corp., 231 USPQ 873, 876 (TTAB
1986) :

The cases are | egion holding that each
application for registration of a mark for
particul ar goods or services nust be
separately evaluated. See, for exanple,
Inre Loews Theatres, Inc., 769 F.2d 764,
226 USPQ 865, 869 (Fed. Cir. 1985) [other
citations omtted]. Section 20 of the
Trademark Act, 15 USC Section 1070, gives
the Board the authority and duty to decide
an appeal from an adverse final decision
of the Exam ning Attorney. This duty may
not be del egated by adoption of
concl usi ons reached by Exam ning Attorneys
on different records.

4 See also Prof. J. Thomas McCarthy, 3 MCARTHY ON TRADEMARKS AND
UNFAIR COWPETITION, 823.78, pp. 23-165 - 23-166, fn.7 (which also cites
to Sunmarks, 4'" ed., 1998.
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Suffice it to say that each case nust be
decided on its own nerits based on the
evi dence of record. W obviously are not
privy to the record in the files of the
regi stered marks and, in any event, the

I ssuance of a registration(s) by an
Exam ni ng Attorney cannot control the
result of another case.

We concl ude that consuners famliar with registrant's
conmput er software for recognition of handwitten characters
and i mages of characters sold under its “FreeStyle” mark woul d
be likely to believe, upon encountering applicant's mark
“FREESTYLE” for conputers, nanely portable and hand hel d
conputers, that the goods originated with or were associ at ed

Wi th or sponsored by the sane entity.

Deci sion: The refusal under Section 2(d) is affirned.

P. T. Hairston

D. E. Bucher

G F. Rogers

Adm ni strative Tradenark
Judges, Trademark Trial and
Appeal Board



